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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. , 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 



Claim Rejections - Double Patenting 

The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 
(Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. 
Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970) ; and, 
In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 
CFR 1.321(c) may be used to overcome an actual or provisional 
rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1.130(b) . 

Effective January 1, 1994, a registered attorney or agent 
of record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b) . 

Claims 1, 14, and 29 are are rejected under the judicially 
created doctrine of obviousness- type double patenting as being 
unpatentable over claim 2 of U.S. Patent No. 6,351,762 and 
further in view of Baumgartner et al. US patent 5,195,086. 

Although the conflicting claims are not identical, they are not 
patentably distinct from each other because they recite 



essentially the same limitations. For example: 



Current claim 1 


Pat '762 claim 2 


(a) at least one communication 
device . . . 


(a) plurality of workstations 


(b) at least one communication 
network . . . 


(b) AV path 
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(c) at least one service record 
. . . information associated with 
where the user logged in 


(c) ... associate a participant 
only with the workstation at 
which the participant logs in 


vci; compuueir soiLwarc ror 
causing display of a user 
identifier . . . 


lnneiciiL/ odvious in cne seep or 
establishing the video 
conference . 


(e) collaboration software . . . 
retrieval of necessary 
addressing information, and 
cause to establish a connection 
• • • 


(c) AV conference manager 



Pat A 762 does not claim display and allow a user to select 
a second user identifier to establish a conference. In similar 
art of computer conference, Baumgartner teaches providing 
directory display and. enable a selection of identifer to 
initiate a conference [fig. 18] . It would have been obvious for 
one of ordinary skill in the art to provide display and permit 
selection of identifiers from the display because it would have 
provided a user-friendly interf ace for selecting particpants in 
a conference .Claims 14 and 2 9 are similarly obvious over the Pat 
'762 claim 1. 

Claims 1-36 are provisionally rejected under the judicially 
created doctrine of obviousness- type double patenting as being 
unpatentable over claims 1-36 of Application No. 10/721,343, 
claims 1-42 of Application 10/721,905, claims 1-42 of 
Application 10/721,385. Although the conflicting claims are not 
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identical, they are not patentably distinct from each other 
because they recite essentially the same limitations. This is a 
provisional rejection because the claims are not in fact 
patented. 

Claim Rejections - 35 USC § 112 
Claims 3-6, 12-13, 15, 18-20, 23-24, 27-28, 30-31, 36 are 
rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the 
invention. The phrase "can be" renders the claim indefinite 
because it does not distinctly claim the subject matter. See 
MPEP § 2173.02. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. § 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is 
not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 
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Claims 1-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Vin et al "Multimedia Conferencing in the 
Etherphone Environment" , and further in view of Baumgartner et 
al. US patent 5,195/086, Biswas "Distributed Scheduling of 
Meetings: A case study in Prototying Distributed Applications" and 
Marshak "BeyondMail for Windows". (All references are cited in 
IDS filed 12/26/03) . 

As per claim 1, Vin teaches system for real-time 
communication essentially as claimed, comprising: 

providing communication device having associated display 
(workstations) ; 

at least one communication network to which the users log 
on [f ig.l] ; and 

retrieval of addressing information to cause the 
establishing of a connection between the participants thereby 
enabling real-time communication among the participants 
including text and video [page. 71 col. 2 "The Etherphone 
Connection manager "] . 

Vin teaches forwarding call to workstation where the user 
logged in [p. 72 col. 2 line 11-15] . Hence, Vin inherently has a 
service record containing user identification and location where 
each user logged in order to forward the call. Furthermore, in 
similar field of user collaboration, Biswas discloses the need in 
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an active communication system to track where a user logged in so 
as to enable display of message on the display device that a user 
is currently using. See page. 627 col.l 1st paragraph. Hence, it 
would have been obvious for one of ordinary skill in the art to 
have service record with user identifier and the location (i.e. 
the workstation) where the user logged in because it would have 
enabled the system to route conference calls and messages to the 
correct location. 

Vin does not specifically disclose displaying user 
identifiers for selection by the first user to establish a 
communication. In similar field of invention, Baumgartner 
teaches a conferencing system with directory displaying a list 
of potential participant for easy selection [see fig. 18] . 
Hence, it would have been obvious for one of ordinary skill in 
the art to combine the teaching of Baumgartner with Vin because 
it would have enabled a user- friendly method of selecting the 
participants . 

As per claim 2, it is apparent that Vin system is capable 
of text messaging. Furthermore, Baumgartner teaches 
conferencing including realtime text -message exchange (col. 14 
lines 32-35 interactive data exchange) . 

As per claim 3, Vin and Baumgartner do not specifically 
disclose a wireless device. It would have been obvious for one 



Application/Control Number: 10/722,051 Page 7 

Art Unit: 2152 

of ordinary skill in the art to have a communication device 
being wireless device because it would have enabled the user to 
be mobile while participating in a conference. 

As per claim 4, Baumgartner teaches the communication 
network is a wide area network (fig. 14, 15) . 

As per claim 5, Baumgartner does not specifically disclose 
a selecting user identifier from a personalized list. Marshak 
discloses that it is known in the collaborative art to provide 
global and private directories (address books - see page 4 
"Managing address book") . It would have been obvious for one of 
ordinary skill in the art to provide a personalized list because 
it would have enable the user to more efficiently group and 
identify the participants he wished to collaborate with. 

As per claim 6, Baumgartner teaches the usage of graphical 
icon in the list [fig. 18] . 

As per claim 7, it would have been obvious in the system as 
modified to indicate which user is logged on and which user is 
not so as to enable a participant to know who is available for 
participating in the conference. 

As per claim 8, Vin teaches adding new participant [page 73 
col. 2] . 

As per claims 9-10, Vin teaches automatic notifying user of 
attempt to communicate [page 77 col. 2 ringing]. It is apparent 
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that the system as modified would allow communication to be 
established with a third user. 

As per claim 11, Baumgartner teaches allowing user to send 
email [col. 14 lines 22] 

As per claims 14-28 they are rejected under similar rationale 
as claims 1-11 above. Baumgartner does not specifically disclose 
a selecting user identifier from a personalized list. Marshak 
discloses that it is known in the collaborative art to provide 
global and private directories (address books - see page 4 
"Managing address book") . It would have been obvious for one of 
ordinary skill in the art to provide a personalized list because 
it would have enable the user to more efficiently group and 
identify the participants he wished to collaborate with. 

As per claims 2 9-36, they are rejected under similar 
rationale as claims 1-11 above. Vin and Baumgartner do not teach 
a communication device being wireless or a mobile phone. Vin 
teaches permit a user to participate with audio only [p. 72 col. 2 
"Best effort conferencing . . . audio only"] . Hence, it would have 
been obvious for one of ordinary skill in the to use a mobile 
phone because it would have enable a user to participate while 
traveling. Baumgartner does not specifically disclose a 
selecting user identifier from a personalized list. Marshak 
discloses that it is known in the collaborative art to provide 
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global and private directories (address books - see page 4 
"Managing address book") . It would have been obvious for one of 
ordinary skill in the art to provide a personalized list because 
it would have enable the user to more efficiently group and 
identify the participants he wished to collaborate with. 



Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Dung Dinh 
whose telephone number is (571) 272-3943. The examiner can 
normally be reached on Monday- Friday from 7:00 AM - 3:00 PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Glenton Burgess can be 
reached at (571) 272-3949. 

The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 



Conclusion 




Dung Dinh 
Primary Examiner 
July 7, 2 0 05 



